








































37. On April 2, 2007, the Delaware district court entered an Order on claim 

construction of21 claim terms of the '416 Patent. On April 18,2007, the parties entered a 

stipulation that, pursuant to the Delaware district court's construction of two of the 21 claim 

terms, the defendants did not infringe the asserted claims of the' 416 Patent. Prism preserved its 

right to appeal the Delaware district court's ruling on claim construction. On April 23, 2007, the 

Delaware district court entered final judgment of non-infringement. 

38. On April 27, 2007 Prism filed a Notice of Appeal to the United States Court of 

Appeals for the Federal Circuit. On February 6, 2008, the Federal Circuit affirmed the lower 

court's decision without a written opinion. 

39. The allegations contained herein are fully consistent with the ruling on claim 

construction by the Delaware district court and the Federal Circuit. 

40. Subsequently on December 19,2008 Prism entered into an agreement regarding 

the licensing of the '288 Patent, the '416 Patent, and U.S. Patent Nos. 5,745,574, 5,850,442, and 

5,943,423. 

VIII. DOMESTIC INDUSTRY RELATING TO THE ASSERTED PATENT 

A. Prism Maintains A Domestic Industry Under 19 U.S.c. 1337(a)(3) 

41. A domestic industry exists through substantial investment in the '288 Patent 

through licensing by Prism Technologies, and substantial research and development by Prism 

Technologies' predecessor, Prism Resources. See Confidential Exhibits 19 and 20. 

42. As background, Prism Resources was founded by Mr. Richard L. Gregg in 1989. 

Mr. Gregg is currently the Founder, Vice-President and Chief Technology Officer of Prism 

Technologies. Prism Technologies LLC was formed in 2003 as a limited liability company 

dedicated to the management, acquisition and licensing of technology fundamental to Internet 
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security and e-commerce. Shortly after its formation in August 2003, Prism Technologies LLC 

purchased the equipment, software, and intellectual property of Prism Resources. 

43. Individuals employed by Prism Resources, in particular Mr. Gregg, Timothy 

Goeke and Sandeep Giri, conceived of, developed and commercially sold products embodying 

the inventions claimed in the '288 Patent (and its parent, the '416 Patent), and, thus, Prism 

Resources is the direct predecessor-in-interest to Prism Technologies with respect to ownership 

of the '416 and '288 Patents as well as business interests. Mr. Gregg maintains his leadership 

position at Prism Technologies and Messrs. Goeke and Giri are contracted with Prism 

Technologies under a consulting agreement for purposes of licensing efforts and litigation 

consulting. 

44. Thus, with respect to the '288 Patent, a domestic industry in the United States 

exists as defined under Section 337(a)(3) through licensing by Prism Technologies, and 

substantial research and development by Prism Technologies' predecessor. Specifically, Prism 

has, in the past as Prism Resources, made substantial investments in the research and 

development of the technology claimed in the '288 Patent. In addition, Prism Technologies has 

also made and is currently making substantial investments in the exploitation of the '288 Patent 

through licensing the technology claimed in the patent. Those efforts are outlined in more detail 

below. 

1. Prism Resources Made Substantial Investments in the Research and 
Development of the Technology Claimed In the '288 Patent Pursuant 
to Section 337 (a)(3)(C) 

45. In 1989, Mr. Gregg began performing consulting resources under the entity name 

Prism Resources. From the inception of Prism Resources until 1997, Mr. Gregg acted as the 

President and Sole Director of Prism Resources. From 1998 to 2003, Prism Resources expanded 

to include several officers, directors and employees. At the height of Prism Resources there 
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were approximately 15 full time employees. Prism Resources maintained 2,500 square feet of 

office space at 2328 Bob Boozer Drive, Omaha, Nebraska. Prism Resources quickly gained a 

reputation for providing superior project management and implementing reliable software and 

systems in a timely and efficient manner. 

46. In early 1996, with the Internet still in its infancy, business models encouraged 

open access to computer resources available on the Internet, but costly private networks were 

preferred where access control was desired because the open Internet posed problematic security 

issues. This was largely a result of the fact that Internet technology was not created with security 

in mind. An early customer of Prism Resources perceived the cost savings potential in 

employing the low-cost Internet to replace higher-cost private networks if the Internet's security 

problems could be solved. Prism Resources set out to solve this problem by developing a 

revolutionary solution for controlling access to computer resources over an open network like the 

Internet. Prism Resources' novel system enabled access to resources using a hardware key that 

contained digital credentials necessary for authentication. The invention turned the insecure 

public Internet connection between two parties into the equivalent of a secure, low-cost private 

network. After developing the system Prism Resources proceeded to patent the invention and 

produce a product called Internet Subscription Access (or "ISA"), embodying the invention, that 

was successfully sold in the marketplace. 

4 7. In or around March, 1996, Mr. Gregg began the process that led to the conception 

ofISA, the subject matter claimed in the '416 and '288 Patents. At that time, Mr. Gregg was 

asked by Data Transmission network Corp. ("DTN") to develop a system using the Internet that 

would replace DTN's existing satellite-based transmission network. In responding to this 

request Mr. Gregg conceived of the subject matter of the '416 and '288 Patents. He directed the 
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development of the ISA system and approved the software design and system architecture as 

well as managed the design project team and performed system tests. The subject matter of the 

'288 Patent was described in a Functional Specification on or around May, 1996, a document 

authored and edited by four individuals, including Mr. Gregg. Mr. Timothy Goeke and Sandeep 

Giri, the other two inventors named on the '416 and '288 Patents, also assisted in developing the 

ISA system and drafting the Functional Specification. Prism Resources spent an extensive 

amount of time and resources drafting design specifications for the ISA product. Confidential 

Exhibit 21 includes design specifications for the ISA product. 

48. In or around July 1996, Prism Resources performed the first confidential 

demonstration of a prototype of the ISA system to DTN, but never sold the ISA product to that 

company. Later, Prism Resources developed and sold commercial embodiments of the ISA 

product (i.e., the subject matter claimed in the'288 Patent) for American Business Information, 

Inc. ("ABI"), Securities America, Inc. ("SAl") and Construction Network Services, Inc. 

("CNS"). The revenues received by Prism Resources for the direct sales of those ISA systems 

and for services rendered on those systems are summarized in Confidential Exhibit 19. 

Confidential Exhibits 22-24 include Prism Resource tax returns from the years 1996-1998, 

respectively. 

49. Prism Resources made substantial investments in the research and development of 

the technology underlying the ISA system and contained in the '416 and '288 patents. At its 

height, Prism Resources employed 15 full time employees, providing those employees with 

salaries and benefits. In addition, Prism Resources incurred other overhead expenses such as 

rent and utilities. A summary of Prism Resources' revenues and expenses relating to the ISA 

16 



product is provided in Confidential Exhibit 19. Confidential Exhibits 22-24 include Prism 

Resource tax returns from the years 1996-1998, respectively. 

50. As discussed below, Prism Resources sold its assets to Prism Technologies LLC 

in 2003 to further utilize those assets in the management of technology for Internet security. Mr. 

Gregg is the Founder, Vice-President and Chief Technology Officer of Prism Technologies and 

Messrs. Goeke and Giri are engaged by Prism Technologies under a consulting agreement. 

2. Prism Has Made, and Is Making, Substantial Investments In the 
Exploitation of the Technology Claimed In the '288 Patent Pursuant 
to Section 337 (a){3){C) 

51. Prism Technologies LLC was formed in August 2003. Prism currently generates 

revenue from the management, acquisition and licensing of technology fundamental to Internet 

security and e-commerce. At the present time, four individuals are employed by Prism, all of 

whom are officers of the company and all of whom are engaged full time in the activities of 

managing, acquiring, licensing and enforcing the technology claimed in the '288 Patent, and 

other patents owned by Prism. 

52. In September 2003, Prism Technologies LLC purchased Prism Resources' 

equipment, the ISA product software, the '416 patent and the related continuation-in-part (now 

the '288 Patent). Confidential Exhibit 25 includes a copy of the September 15,2003 

Contribution Agreement memorializing the purchase of Prism Resources by Prism Technologies, 

LLC. The financial details of Prism's acquisition of the '416 Patent and related '288 Patent 

application are summarized in Confidential Exhibit 20. Subsequent to the purchase, Prism 

Resources retained a majority ownership interest in Prism Technologies in the form of shares of 

the company. 

53. After Prism Technologies was formed and acquired the right, title and interest to 

the' 416 Patent and the relating continuation-in-part application, Prism sent letters to five 
, 
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companies in an effort to license the' 416 Patent. Details regarding these efforts are outlined in 

more detail in Confidential Exhibit 20. These efforts related to claims 22 and 23 of the '416 

Patent. None of the companies expressed an interest in licensing the '416 Patent. Subsequently, 

after the Prism initiated the Delaware district court action it sent out letters rescinding any offers 

previously extended to these companies. 

54. Prism has also approached other companies to provide information regarding the 

asserted subject matter of the '416 Patent and the related '288 Patent application. The details of 

these efforts are outlined in Confidential Exhibit 20. 

55. After the '288 Patent issued, Prism approached several companies regarding the 

licensing of that patent. The details of these efforts are outlined in Confidential Exhibit 20. 

56. Prism also sought to license the '288 Patent to Microsoft Corporation. On 

September 10,2009, Prism and Microsoft entered into a Settlement and License Agreement 

relating to the '288 Patent. Confidential Exhibits 15 and 20 provide more detail. 

57. In addition to these licensing efforts, Prism had discussions regarding the 

licensing of the '288 and '416 Patents with other companies. The details of those discussions are 

outlined in Confidential Exhibit 20. 

58. Prism has entered into another licensing agreement relating to the'288 Patent with 

another company. Confidential Exhibit 20 includes a summary of the licensing and associated 

revenues from licensing of the '288 Patent and other related patents. 

59. Additionally, Prism has licensed other patents in its portfolio. Confidential 

Exhibit 20 explains this activity in more detail and Confidential Exhibit 27 contains a copy of a 

Settlement and License Agreement Prism executed in favor of another company. 
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60. Prism has made, and continues to make, a significant investment in the 

exploitation ofthe '288 Patent. Currently, Prism has four full-time employees fully dedicated to 

the efforts of licensing and enforcing its patent technology, including technology relating to the 

'288 Patent. Included within these employees is a full-time in-house counsel, responsible for 

legal aspects of Prism's intellectual property litigation. Prism maintains an office in Omaha, 

Nebraska. In sustaining the day-to-day business operations, Prism incurs significant expenses, 

including salaries, employee benefits, rent, utilities and other overhead costs. Prism's efforts to 

license the technology patented in the '416 and '288 Patents, including patent related market 

research, patent licensing, patent prosecution and associated business administration, have 

culminated in almost seven years of significant expenditures to exploit its rightfully owned 

technology. A summary of the expenses incurred by Prism relating to the technology claimed in 

the '288 Patent is provided in Confidential Exhibit 20. 

IX. RELIEF 

WHEREFORE, by reason of the foregoing, Prism requests that the Commission: 

a. Institute an investigation pursuant to Section 337 of the Tariff Act of 

1930, as amended, 19 U.S.C. § 1337, with respect to Respondents' violations of Section 337 

based on the importation into the United States, the sale for importation into the United States, 

and/or the sale within the United States after importation of certain authentication systems, 

including software and handheld electronic devices that infringe the '288 Patent; 

b. Schedule and conduct a hearing on permanent relief pursuant to 19 U.S.C. 

§ 1337(d) and (f) of the Tariff Act of 1930, as amended; 

c. Issue a Limited Exclusion Order specifically directed to each named 

Respondent, pursuant to 19 U.S.C. § 1337(d), excluding from entry into the United States 
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